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INTER-GOVERNMENTAL CONFERENCE Bruxelles, le 15 Octobar 1570 _
FOR THE SETTING UP CF & EURCPEAN: 0. )
YSTE: FOR THE GRJNT OF P.TENTS BR/GT .I/64/70

— Secretariat -

" TVPLEMENT ING REGULATIOﬁS" SUB-COMMITTEE
OF WORKIKG PuRTY I '

~

Subjcct Observations by the United Yingdon delegation
on "Re irbicle 7C, W° 1"

mhe United Kingdom has given cersful considération to the
 text of this Regulation as agreed on the last day of the second.
meeting of the Sub-commitvtes on 15th-18th Septembér, 1970. .
4t the méeting the United Kingdom reserved its ﬁosition as it
Wishéd to consider furthef whether the provisions of_the '
Regulation couléd put an undue load on the IIB.

It is noted that the Regulation is not subject to the -
provisions of irticle 70 but is a guide to the interpretation
of that irticle. If the'provisions of the Regulationiwould
permit claims which would not be linked by a single inventiﬁe
concépt, it follows that it WOuld extend the meaning of-
Section 70. If it should extend the meening, this inevitadbly
seans thet the ITB is i difficulty beceuse they would have o
search more then one inventive cbncept, presumably for the one
search fee because ipticle 79 (5) to (7)'must be construed 2s
subject to Lrticle 70 when interpreted by the Regulation.fbeing
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considered. «:1so the European Fatent Office will be exemining,
publiishing and incuring otlher expeuses in rOIQtLpn to a plura-
1itr of irventive concepts whilc rcceiving cnly cne sct of.
arplicatien ets. fees, one series of application rzrewel fees,
and, in the long run, its share of only one set of patent rene-
vel fees.

Ehé United Ringdom has concluded that the draft Regulation
does rermit claims releting to more than cne mventive cecncept
in the samec arplicatisn. It has ac basic cbieeclioz to sub-para-
grephs (2) end (b) whether considered cumnlatively or eltarna-
tively. It also has no basic objecticn to («) when it is an al-

ternative to {a) and/or (b} tut considers thet mulsipiicisty of
inventive concerpt mey arise when (c¢) is cumulesive =ith either
(e ) 2 .(®) of bvoth.

The diffjculty zrises because a a typical method claim inclu-
des explicitly of implicitly three .factors 2 (i) the starting
naterlalh, (ii) the operations performed on (iyy and (iii) the
resul<ing proquct Une or more of these fa acitors may be sn inven-

ive corcapt in its own right. Sub-varagrapns {(a) and (b) consi-
dersd curulatively thore‘u“'e include the metiod of neking

s
'

product involving fastors (i), (ii) aad Ciil), ‘the pIoduct Whiqh
is factor (iii), and the use<of the product; trpically a nethodJ
the starting material of waich will be <the faztor. (*ii\ ard
vwoich will inciude two other factors, (iv) and (v), which ave .
the operations berformed in this secozd method ‘and its end
product resrectively. Independont claius o ths method, and use
therefore include ir agg-egate factors (i) to (v) bub each of
then ¢ucluaes (1ﬂ1) e2ﬂ1~01+iy of iuplicisly exl en be fairly
regerded &s re‘at¢ng to a s*pre inventive ceonzeps

P
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If sub-parag”aph (c) be now applled cumulatlvely, the
claims will include an 1nienendant claim directed to apparatus -
specially designed for carrying out either the operations
involved in producing (iii) or the operations involved in us1ng
(iii). This apparatus may therefore be directed to factor (ii)
or factor (iv) and can thus relate to an inventive concept
different from the only one which links the claims permissible
under sub-paragraphs (a) and/cr (b) i.e. factor (iii). This

| might involve a guite separate search. ‘

This can be shown by an example, An application is assamed
to include five independant claims.

I. A method of making substance (iii) from substance (i) by-é
series of operations (ii) including cracking substance (i)
under certain physical conditions, fractionally distilling
the result and subjecting one fraction to chemical substi-
tution under other physical conditions.

II. The substance (iii).

III. A method of producing corrosion-resistant steel strip (v)
by a series of operatibns (iv) involving spraying conti-
nuously moving strip to a certain thickness with substance
(iii) in certain conditions of temperature, pressure and
inert atmosphere. '

IV. Apparatus for carrying out the operations (ii) 'including
cracking apparatus, a fractional still, & treating chamber,
appfopriate interconnecting means, and means tovméintain the
desired physical conditions in the cracking apparatus and
the treating chamber, LV o
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V. Apparatus for carrying out the operat.oms (iv) including
means for moving strip materisl continuously through a
chaaber, & spray head within the chamber, means for control-
ling the flow of liguid to the kead at such a2 rate as to
fcrm the desired thickuaess on the sirip, means for mazintai-
ning a gasesus atmosrhere in the chambar @iffevert from
ambier;ty and means for maintaining special conditions of
temperature and precssure within the chanmbher,

(

inciuded in the sane application but guite clcarly cluias IV and
V relatz to inventive concz2rts quite different fron that which
constitutes the link (the substance (iii)) between claims I to
IIT and three séparate searches will have to be made.

Under the proposed draft these five claims coald bs

The UK is therefore unable to agree with the drafs
regalation in quasticn on this broad grouud,

It is alsn considered that it xcud be rrzferghle to
replace the references in sub-paragraphes {a) to (¢} 1tn
"at least an independent claim" by "one independent claim”,
thus removing the implication tnat, while only one clgim is (
p2rmissitle to = product, more than one: are permiésible fer a
rethod of making it or a m2thcd ¢f using it (sud-paragraphs
(a) and (b)), azd, while only one indcperdont clainm ic permis-
sible for a method, more than one are parmissible tc apparafus
for carryjing it cut (sub-paragraph {c}). Il would be preferable
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if all references were in the singular and than the regulation
Re Article- 70 n° 2 would apply to all categories of claim
where necessary.

The effect of the above is that in the UK view the
regulation in question shduld read in terms of Rule 13.2 of
the PCT. It is noted that a similar idea was embodied in
both variants of Article A drafted by the Committee of
Experts of the Council of Burope in 1968 (E¥®/Brev. (68) 2,
pages 34 to 36).
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