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INTER-GOV .&qlf~iTIiTi.L CONFERENCE
FOR T5:E SETTING TJJ? CF .b. EUROJ?Ei~'
SYSTEri FOR THE GlUNT OF P.•;.TENTS

- Secretariat -

Bruxelles, le 15 October 1970
BR/GT.I/6Ll-/70

\I nrPLEr.iliNTTI'l'G REGUL.Ii.TIONS': SUB-COMMITTEE------_._--------------
OF i(OHKTI~G P.•~"RTY I

~~bjcct : Observatio~s by the United KingdoD delegation
on "Re ..i.rticle70, N° 1"

The United Kingdom has given careful consideration to the
text of this Regulation as agreed on the last day of the second.. . .

me~ting of the Sub-cocmittee on 15th-18th September, 1970.
At the meeting the United Kingdom reserved its position as it
wished to'consider further whether the provisions of the
Regulation coule put an undue load on the lIB.

It is noted that the Regulation is not subject to the
provisions of ~ticle 70 but is a guide to the interpretation
of that ~rticle. If the provisions of the Regulation would
permit clai~s which would not be linked by a single inve~tive
concept, it follows that it would extend the meaning of'
section 70. If it should extend the meaning, this inevitably
means that the lIB ish difficulty because they would hav~ to
search more then one inventive concept, presumably for th.e one
search fee because Lrticle 79 (5) to (7) must be construed as
subject to ~rticle 70 when interpreted by the Regula~ion TDeing
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considered. ':..lso the European Patent Office will be exzmining,
p~blis~inb and inc~~ng other expellses ill relQti~n to a plura-
lity of iLventive concepts w~ilQ rccaiv~Lg c~:y 0na s~t of.
arp~i~~ticn et~. feesi one series of ~p~li~at~o~ r3Lew~1 fees,
and, in the long run, its.share of only one set; of patent rene-
wal fees.

Che LTaited hiDgdo:n has con~luaed that the c.raft Regulation
d~cs ~e=~it claius relet~~g to m0re than C~~ h7Bn~ive cC!lcept
in t~e samo arplication. It h~s ~c bas~c cbj(~~ic~ to s~o-para-
grHphs (e) Cl.r..d (b) whetheI' cOT.Lsic.ereo.cU"TI.1.:13.ti-,rel:T0::'~ altr:;r::la-
ti,,-sly. It also has no 1)asir. obje~tic'n tn (r;)'J,"hen it is an al-
ter::ati ve to (a) and/or (b) but consJ.ders that iI:.ul:;ir1-L('.i ~.;yof
i:n\TE:;ntiveC0:.'lCf.:P'l:; Day arise when (c) is cUlliulati",.re:.'i'Gn either
(a) 0= .(b) of both.

The diff~culty ~rises because a typical method claim inclu-
des explicitly of implici tly t:r~ee. factors II (i) tl:le starting
materials; (ii) the operations performed on (.i.)~ and (iii) the
resulting product. vne or more. of these factors m~v be an inven-
tive cor_c3yt in its O\ffiright. Su.b-}Jarag:cCip!J.S(a) an6. (b) consi-
dered ct:n:ulati vely thcrei'o::,ce inc.;LIC:ethd !U\jt.llojvi IU:3.ki:c.2;a
:product involving factorE (i), (ii) e...-:tc. (ii::') ,tl1c prolluct whi~h
is factor (iii) ~ and the use of t;h~ p:!.:',..(_~""lCt. t;rr>:,c9.2.1y a r:ethod,(
the sta=ting material of v::h.ichwill be 'the fa.':~tor (i.ii) ar..d
v/hich will include two other factors, (i-,,) and (v) ~ vJtdcb a"':'e
the operations .perforriled in this second method. and its end
prod-olct re3:;:.e0ti~.rBlj~. Iniepanc0nt claius to th'3.I!l.ethoa., end use
therefo:!.:'e i~cluio i~ aG6~cg3te factors (i) to (v) but each~f
the:: inclua.eE! (iii) exrlici tly of i~.:j;?-:'ci ":ily a~e.~j':1: be fairly
regarded as reI ating to a s"LngJ.eilrTcn~ivG ccnccp,,;e
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If sub-paragraph (c) be now applied cumulatively, the. .claims will include an independant claim directed to appara~s ~
specially designed for carrying out either the operations
involved in producing (iii) or the operations involved in using
(iii). This apparatus may therefore be directed to factor (ii)
or factor. (iv) and can thus relate to an inventive' concept
differ~nt from the only one which links the claims permissible
under sub-paragraphs (a) and/or (b) i.e. factor (iii). This
might involve a quite separate search.

This can be shown by an example •.An applicati:m is ,assUllled
to include five independa~t claims.

I. A method of making substance (iii) from substance (i) by a
series of operations (ii) including cracking substance (i)
undcr certain physical conditions, fractionally distilling
the result ar-dsubjecting one fraction to chemical Guosti-
tution under othe~ phy~ical conditions.

II. The substance (iii).

III. A method of producing corrosion-resistant steel strip (v)
by a series of operations (iv) involving spraying conti-
nuously moving strip to a certain thickness wi tIls'L:bstance
(iii) in certain conditions of temperature, pressure and
inert atmosphere.

IV. Apparatus for carrying out the operations (ii) 'including
cracking apparatus, a fractional still, 8, treatingcharuber,
appropriate intercor~ecting means, and means to maintain the
desired physical conditions in the cracking apparatu.s and
the treating chamber.
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Y. Apparatus for carrying out the operat_ons (iv) including
me~lS for moving strip'material contint~o~sly through a
cllawber, a spray ~ead within the chamberf means for control-
ling t~e floVI of liquid to tilehead at such a rate aB to
fc~ t~e de3ircd thick~eso on tt.e stri~~ ~eans for m&intai-
ning a gaseous atmosrh~re in the ch~b~r diffe~er-t from
ambients- and means for mainta.ining special c::lllditions of
temp~rature ani pressure within the chp~ber.

Under the proposed draft tDese five c~8iws ~o~ld be
incluc.ei in tl:e sa;:leapplicatio::lb-xt qui te clca:i~:YcL.;.L:u: IV anc
V relate to inventive cOnC'3:t:t3qui te diffe::-Entfro::lthat wl1ich
constitutes the link (the substance (j.ii» between claims I to
III and three separate searches.will have to be made.

The UK is therefore unaulc to E.e:;:,eewith the drafi;
reG~lation in que~tiGn on t~is br0sj grcl~d.

It is als') considered that it xC'u'_dbe ;l'efe:~a,:>lcto
replace the references in s11b-psragra.pl).es(9.) to (c) to
lIat least an independent claim" b:r 110na independent claizt!l,
thus removing the im~lication t:nat, while on1:y-one claim is (
pel-miss::.'tleto ::i :pro.j.1...c'~,IilQ.t'G than O!,;.e. ar~ perlnissible fer a
~ethod of m~rin6 it or a m~thcd cf using it (~u~-paraGraph3
(a) and (b), ar~d, w~ile o::llyone indcp3r-d~t c~aiu is per~is-
sible for a method, more thffilone are P3~~Es~b~e tc ~ppar~tus
.for ca.:.~r;j-ingit 0Ut (sub-parae;raph (c) 0 :Il Vk:'u-,-d be preferable
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if all references were in the singular an~ th~~ t~e regulation
Re Article- 70 nO 2 would apply to all categories of claim
where necessary.

The effect of.the above is that in the u~ view the
regulation in question should read in terms of Rule 13.2 of
the PCT. It is noted that a si~ilar iaea was err.bodiedin
Doth v~iants of Article A drafted by the Com~ittee of
Experts of the Council of Europe in 1968 (EXP/Brev~ (68) 2,
pages 34 to 36).
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